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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 6/29/06 has been entered. 

Claim Objections 

2. Claim 3 is objected to under 37 CFR 1. 75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

Claim 3, which depends on claim 1, recites "wherein the combined amoimt of the 
methylisothiazolone and the octylisothiazolone is no more than 1000 ppm" while claim 1 recites 
that "the combined amount of the methylisothiazolone and the octylisothiazolone is at least 1 10 
ppm and no more than 1300 ppm". Thus, claim 3 fails to fiirther limit the scope of the claim on 
which it depends, namely claim 1, given that claim 3 is broader than claim 1. That is, while claim 
1 requires that the combined amount of methylisothiazolone and the octylisothiazolone is "at 
least 110 ppm", claim 3 requires that the combined amount is no more than 1000 ppm, i.e. 0- 
1000 ppm, which includes amounts less than 110 ppm which is outside the scope of claim 1. 
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Claim Rejections - 35 USC S 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1-21 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the apphcation was filed, had possession of the claimed 
invention. 

Claim 1 has been amended to recite "provided that the methylisothiazolone content can 
be up to 800 ppm if the octylisothiazolone content is 200 ppm or less". It is the examiner's 
position that this phrase fails to satisfy the written description requirement under the cited statute 
since there does not appear to be a written description requirement of the cited phrase in the 
apphcation as originally filed, In re Wright, 866 F.2d 422, 9 USPQ2d 1649 (Fed. Cir. 1989) and 
MPEP2163. 

As support for the above amendment, applicant point to the tables found in the present 
specification. However, while Table 3 discloses example that utilizes 800 ppm 
methylisothiazolone and 200 ppm octylisothiazolone, this does not provide support to broadly 
recite that the methylisothiazolone content can be up to 800 ppm if the octylisothiazolone content 
is 200 ppm or less given that such recitation includes combinations of methylisothiazolone and 
octylisothiazolone for which there is no support in the specification as originally filed. That is, 
while there is support in the present specification to recite ink comprising one specific 
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combination of methylisothiazolone and octylisothiazolone, i.e. 800 ppm methylisothiazolone 
and 200 ppm octylisothiazolone, there is no support to recite the use of up to 800 ppm 
methylisothiazolone if the octylisothiazolone content is 200 ppm or less which includes the use 
of methyUsothiazolone in amounts of 600 ppm, 700 ppm, 750 ppm, etc and octylisothiazolone in 
amoimts of 200 ppm, 150 ppm, 100 ppm, etc. for which there is no support in the specification as 
originally filed. 

Claim Rejections - 35 USCS 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forais the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. Claims 1-4, 6-8, and 12-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 2001/44384 in view of EP 676140. 
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WO 2001/44384^ discloses ink jet ink comprising water, 3-10% microencapsulated 
pigment comprising pigment coated with carboxyl group containing polymer, 0.1-10% resin 
emulsion, 5-15% polyhydric alcohol, 0.01-10% acetylene glycol, 1,2-alkyl diol, and 1-10% 
humectant such as 1,4-butanediol or 1,6-hexanediol (col.l9, lines 4-8, 43-45, 53-55, and 61-62, 
col.20, lines 10-13, coL23, lines 4-5, col.34, lines 5-19, 26-27, 50-51, 58-60, col.35, lines 27-60, 
col.37, lines 47-52, col.40, lines 12-16, and col.41, lines 15-33). 

The difference between WO 2001/44384 and the present claimed invention is the 
requirement in the claims of methyhsothiazolone and octylisothiazolone. 

EP 676140 discloses using 1-400 ppm of blend of methyhsothiazolone and 
octylisothiazolone wherein the ratio of methyhsothiazolone (MIT) to octyhsothiazolone (OIT) is 
1/20 to 20/1 for improved control against fungi and bacteria (page 2, lines 12-19 and 38-40). 
Further, attention is drawn to Table 5, page 8 of EP 676140 that discloses the use of 16 ppm MIT 
and 125 ppm OIT, 31 ppm MIT and 125 ppm OIT, and 16 ppm MIT and 250 ppm OIT. 

In light of the motivation for using methyhsothiazolone and octyhsothiazolone disclosed 
by EP 676140 as described above, it therefore would have been obvious to one of ordinary skill 
in the art to use methyhsothiazolone and octyhsothiazolone in ink of WO 2001/44384 in order to 
have improved control of fungi and bacteria, and thereby arrive at the claimed invention. 



It is noted that when utilizing WO 2001/44384 in the above paragraph, the disclosures of the reference are based 
on Miyabayashi et al. (U.S. 6,602,333) which is an English language equivalent of the reference. Therefore, the 
column and line numbers cited with respect to WO 2001/44384 are found in Miyabayashi et al. 
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8. Claims 5 and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
2001/44384 in view of EP 676140 as applied to claims 1-4, 6-8, and 12-20 above, and further in 
view of either Kurabayashi et al (U.S. 6,367,921) or Tabayashi et al. (U.S. 6,074,467). 

The difference between WO 2001/44384 in view of EP 676140 and the present claimed 
invention is the requirement in the claims of pH of the ink. 

Kurabayashi et al., which is drawn to ink jet ink, disclose Inkjet ink possessing pH of 7- 
10 in order to produce ink with excellent long term stability which provides durability for ink jet 
printer (col. 1 0, lines 8- 1 5). 

Altematively, Tabayashi et al., which is drawn to ink jet ink, disclose ink jet ink 
possessing pH of 7.5-9 in order to produce ink with good dispersion stability that does not clog 
printer and provides substrate with good coating (col.8, lines 29-39) 

In Ught of the motivation for using ink with specific pH disclosed by Kurabayashi et al. 
or Tabayashi et al. as described above, it therefore would have been obvious to one of ordinary 
skill in the art to control the pH of the ink of WO 2001/44384 to 7-10 or 7.5-9 in order to 
produce ink with excellent long term stabihty that provides durability for ink jet printer, or 
altematively, to produce ink with good dispersion stability that does not clog printer and 
provides substrate with good coating, and thereby arrive at the claimed invention. 

9. Claims 1-3, 5-10, 12-13, 15-16, and 18-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 2000/75245 in view of WO 2001/44384 and EP 676140. 
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WO 2000/75245^ discloses ink jet ink comprising water, surface-treated pigment, 
penetrating agent such as acetylene glycol, acetylene alcohol, 1,2-alkylene diol, and glycol ether, 
polyhydric alcohol, i.e. humectant, in amount of, for instance, 10%, and 0.01-0.5% 
methyUsothiazolone and octyUsothiazolone (col.l2, lines 8-26, col.l3, lines 31-35, 50-52, and 
60-62, col. 15, lines 15-20 and 45-48, col.29, lines 23-35). 

The difference between WO 2000/75245 and the present claimed invention is the 
requirement in the claims of (a) specific amounts of methyUsothiazolone and octylisothiazolone, 
(b) specific colorant, and (c) macromolecular fme particles. 

With respect to difference (a), while WO 2000/75245 discloses the use of 0.01-0.5% 
methyUsothiazolone and octylisothiazolone, there is no disclosure of the specific amounts of 
each of the methyUsothiazolone and octyUsothiazolone. 

EP 676140 discloses using 1-400 ppm of blend of methyUsothiazolone and 
octylisothiazolone wherein the ratio of methyUsothiazolone (MIT) to octylisothiazolone (OIT) is 
1/20 to 20/1 for improved control against fimgi and bacteria (page 2, lines 12-19 and 38-40). 
Further, attention is drawn to Table 5, page 8 of EP 676140 that discloses the use of 16 ppm MIT 
and 125 ppm OIT, 31 ppm MIT and 125 ppm OIT, and 16 ppm MIT and 250 ppm OIT. 

With respect to difference (b), WO 2001/44384, which is drawn to ink jet inks, disclose 
the use of microencapsulated pigment, i.e. pigment coated with polymer including carboxyl 
containing polymer. The motivation for using such colorant is that it possesses high dispersion 

^ It is noted that when utilizing WO 2000/75245 in the above paragraph, the disclosures of the reference are based 
on Komatsu et al. (U.S. 6,802,893) which is an English language equivalent of the reference. Therefore, the column 
and line numbers cited with respect to WO 2000/75245 are found in Komatsu et al. 
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stability. WO 2001/44384 also discloses the equivalence and interchangeability of using self- 
dispersing or surface treated pigment, as disclosed by WO 2000/75245, with microencapsulated 
pigment as presently claimed (col.l9, lines 4-8, 43-45, 53-55, and 61-62, coL20, lines 10-13, and 
col.23, lines 45). 

In light of the motivation for using methylisothiazolone and octylisothiazolone in specific 
amounts disclosed by EP 676140 as described above and for using microencapsulated pigment 
disclosed by WO 2001/44384 as described above, it therefore would have been obvious to one 
of ordinary skill in the art to use such methylisothiazolone and octylisothiazolone and 
microencapsulated pigment in the ink of WO 2000/75245 in order to have improved control of 
fiingi and bacteria and to produce ink with high dispersion stability, and thereby arrive at the 
claimed invention. 

With respect to difference (c), WO 2001/44384 discloses the use of macromolecular fine 
particles, i.e. resin emulsion, in order to produce image with excellent scratch resistance and 
water resistance (co.37, line 47-col.38, line 16). 

In Ught of the motivation for using macromolecular fine particles disclosed by WO 
2001/44384 as described above, it therefore would have been obvious to one of ordinary skill in 
the art to use such macromolecular fine particles in the ink of WO 2000/75245 in order to 
produce image with excellent scratch resistance and water resistance, and thereby arrive at the 
claimed invention. 
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Response to Arguments 

10. Applicant's arguments filed 6/29/06 have been fiilly considered but they are not 
persuasive. 

Specifically, appUcants argue that EP 676140 is not a relevant reference against the 
present claims given that while EP 676140 discloses blend of 1-400 ppm methylisothiazolone 
(MIT) and octylisothiazolone (OIT) with ratios between MIT and OIT of (most preferably) 1:10 
to 10:1, one of ordinary skill in the art would have to pick and choose from amongst huge 
number of possibilities to arrive at the presently claimed combined amount of MIT and OIT with 
the respective amounts of MIT and OIT also being within the presently claimed ranges. 
Applicants argue that EP 676140 does not disclose criticality with respect to the presently 
claimed range of MIT and OIT. 

However, attention is drawn to Table 5, page 8 of EP 676140 that discloses the use of 
combinations of 16 ppm MIT and 125 ppm OIT, 31 ppm MIT and 125 ppm OIT, and 16 ppm 
MIT and 250 ppm OIT wherein both the combined amount of MIT and OIT and the respective 
amounts of MIT and OIT fall within the presently claimed ranges. Thus, EP 676140 clearly 
discloses combination of MIT and OIT as presently claimed. 

With respect to the comparative data set forth in Table 3 of the present specification, it is 
noted that while the data establishes the criticality of using MIT and OIT in combined amount 
and respective amounts as presently claimed, it is the examiner's position that the data is not 
persuasive in overcoming the closest prior art, namely, WO 2001/44384 in view of EP 676140 
and WO 2000/75245 in view of WO 2001/44384 and EP 676140 given that EP 676140 aheady 
discloses the criticality of using combination of MIT and OIT in amounts as presently claimed. 
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Further, with respect to the comparative data set forth in Table 4 of the present 
specification, it is noted that the data compares ink within the scope of the present claims, i.e. 
comprising encapsulated pigment, with ink outside the scope of the present claims but within the 
scope of WO 2000/75245, i.e. comprising surface treated pigment. It is shown that ink of the 
present invention is more sensitive to the effects of MIT and OIT. However, there is not proper 
side-by-side comparison between the inventive inks and the comparative ink given that the 
inventive ink comprises macromolecular fine particle solution while the comparative ink does 
not. Thus, it is not clear if the differences between the inventive inks and the comparative inks 
are due to the encapsulated pigment or due to the presence of the macromolecular fine particle 
solution. 

1 1 . Any inquiry concerning this communication or earlier conmiunications firom the 
examiner should be directed to CaUie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Altemate Fridays Off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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